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3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 

9) ^ The specification is objected to by the Examiner. 
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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 6 June 2006 has been entered. 

Status of Claims 

Claims 1-6 have been cancelled. Claims 7-12 have been amended. Claims 7-12 are 
pending and are again presented for examination. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 7-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

The recitation "said customer value proposition" is believed to lack enablement. The 
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customer value proposition is a subjective value formulated from structured interviews and 
workshops with the customer, as recited on page 9 of the Applicant's specification. The level of 
predictability in the art would not be sufficient to accurately determine the customer value 
proposition, seeing as the value is based on one's perception of the customer's needs. Therefore, 
the best fit location recited in claim 7 would not be repeatable seeing as the user input (customer 
value proposition) is subjective and as a result varies. The best fit location (output) will 
therefore be inconsistent for the same customer depending on the user's input and customer 
value proposition. Further, the level of one of ordinary skill would lack the ability to recreate the 
Applicant's invention based on the disclosure as written. See MPEP § 2164.04 (a). 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 7-8 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

As per Claim 7 , the recitation "locating a customer value proposition within said matrix, 
said customer value proposition comprising a user input indicative of value derived from the use 
of IT services" is vague and indefinite. It is unclear to the Office how the customer value 
proposition is located within the matrix, considering the user input is indicative of value derived 
from the use of IT services. It is not clear to the Examiner if the value is a specific objective 
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value determined based on the customer's use of IT services, or if the value is positioned within 
the matrix. Appropriate correction is required in the indicated claim and any subsequent claims. 

Claim 8 recites the limitation "said identifying a customer value proposition" in line 2. 
There is insufficient antecedent basis for this limitation in the claim. Appropriate correction is 
required in the indicated claim and any subsequent claims. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

As per Claims 7-12 , In determining whether the claimed subject matter is statutory under 
35 U.S.C. 101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel Communications, Inc., 
172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 1999); State Street Bank & Trust 
Co. v. Signature Financial Group, Inc., 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 
1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful arts" 
when it is a machine, manufacture, process or composition of matter, which produces a concrete, 
tangible, and useful result. The fundamental test for patent eligibility is thus to determine 
whether the claimed invention produces a "use, concrete and tangible result". The test for 
practical application as applied by the examiner involves the determination of the following 
factors" 



Application/Control Number: 09/887,282 Page 5 

Art Unit: 3639 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner look at 
the claimed invention as a whole and compare any asserted utility with the claimed 
invention to determine whether the asserted utility is accomplished. Applying utility case 
law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir. 
1994), the examiner will determine whether there is simply a mathematical construct 
claimed, such as a disembodied data structure and method of making it. If so, the claim 
involves no more than a manipulation of an abstract idea and therefore, is nonstatutory 
under 35 U.S.C. 101. In Warmerdam the abstract idea of a data structure became capable 
of producing a useful result when it was fixed in a tangible medium, which enabled its 
functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a "concrete" 
result. Usually, this question arises when a result cannot be assured. An appropriate 
rejection under 35 U.S.C. 101 should be accompanied by a lack of enablement rejection, 
because the invention cannot operate as intended without undue experimentation. 



The claims, as currently recited, appear to be directed to nothing more than a determining a 
position on a matrix without any concrete and tangible result and are therefore deemed to be non- 
statutory. For instance, the customer value proposition is a subjective value which not tangible 
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and therefore cannot be concrete. Seeing as the value is not tangible and concrete, the value is 
not repeatable, which is a requirement for a claim to be statutory. In the present application, the 
best fit location is determined based on the customer value proposition's location, since the 
customer value proposition is not tangible and concrete, the best fit location cannot be tangible 
and concrete. Further, the Applicant's result is merely a location on the matrix. The result fails 
to use the output to determine what tangible and concrete actions a user needs to carry out. As 
recited the claim merely corresponds the best fit location to a degree of centralization or 
consolidation to be implemented. The degree of centralization and consolidation is based on 
factors that are not tangible or concrete and therefore cannot be tangible or concrete. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Fadey S Jabr 
Examiner 
Art Unit 3639 

FSJ 

Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 22314 




